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REMARKS 

Claims 3 and 13 are canceled without prejudice or disclaimer. Claims 5-12. 14, 16-18 22- 
28 and 31-38 were previously canceled. Claims 40-48 are withdrawn from consideration. 

Claims 1 and 4 are amended. Claim 1 incorporates the limitations found in claims 3 and 
13. Claim 4 is amended to address the indefiniteness rejection, as discussed below. 

It is respectfully submitted that the present amendment presents no new issues or new 
matter and places this case in condition for allowance. Reconsideration of the application in view 
of the above amendments and the following remarks is requested. 

'• Th* Rejection of Claims 1-4 under 35 U.S.C. 1 12 

Claims 1-4 are rejected under 35 U.S.C. 112. as indefinite. 

The Office states that claim 1 is indefinite on the basis that limitation "the complete gene of 
interest" lacks proper antecedent basis. Claim 1 is amended to specify that it refers to the 
complete segjjeric^^fjie gene of interest. " 

u Claim 4 is rejected on the basis that there is insufficient antecedent basis for the term 
cDNA. Claim 4 has been amended to delete the first occurrence of the term "cDNA" and to 
insert in its place the term "genomic DNA library." 

Claim 4 is rejected on the basis that it is not dear what is meant by "normalized - The 
erm normal is well understood in the art to refer to a process of producing representee 

ZI TT: ™ d6SCribed ^ ^ 5PedMi0n 31 Pa9e 17 ' 22 ' 26 - of 

oZ^ ProCeaS6S inC ' Ude ^ Pr0C6SSeS deSCribed in U ' S - P *ent NO. 5,763 239 WO 
95/08647 and WO 95/1 1 986. ' 

under MuTc ft Tfr 9 a T nS ' APP " Canh ^ ** **" 0VSre0TO •» ■**»• 

». The RejecSon rtc,^ 1-4 _ 13 15 2 , M an<( M unfler ^ u s ( _ 

Claims 1-4, 1 3 , 15, 21, 29 and 30 are rejected under 35 U S C 105m, - .• • . 

Of interest from a gene library by inserBno into the library- a DNA teem*. 
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For the foregoing reasons, Applicants submit that the claims overcome this rejection under 
35 U.S.C. 102. Applicants respectfully request reconsideration and withdrawal of the rejection. 



III. 



The Rejection of Claims 1-4, 19-21, 29-30 and 39 under 35 U.S.C. 102(b) 

Claims 1-4, 19-21. 29-30 and 39 are rejected under 35 U.S.C. 102(b) as anticipated by 
WO 97/40146 (Jacobs et al.). This rejection is respectfully traversed. 

Jacobs et al. do not teach or even suggest a method for identifying and isolating a gene of 
interest from a gene library by inserting into the library a DMA fragment comprising a transooson 
and a promoters and secretion signal-less polynucleotide encoding a secretion reporter^ 
wherein th* lnc 0 rfir, n ; s by in vitm transposition 

For the foregoing reasons. Applicants submit that the claims overcome this rejection under 
35 U.S.C. 1 02. Applicants respectfully request reconsideration and withdrawal of the rejection. 

IV. The Rejection of Claims 1-4, 1 5> 19, 21, 29-30 and 39 under 35 U.S.C. 102(e) 

Claims 1-4, 15, 19, 21. 29-30 and 39 are rejected under 35 U.S.C. 102(e) as anticipated 
by U.S. Patent No. 6,150.096 (Zhang et al.). This rejection is respectfully traversed. 

Zhang et al. do not teach or even suggest a method for identifying and isolating a gene of 
-nterest from a gene iibrary by inserting into the library a DNA fragment comprising a transom 
and a promoterless and secretion signal-less polynucleotide encoding a secretion reporter and 
wherein the insertion k h v , n vitro tran^ P n B i« rt ^ : — 

35 u « T 9 " 9 reaSOnS ' APP,fCantS SUbmtt ^ thS ° Vercome ,his ^ion under 

35 U.S.C. 102. Applicants respectful request reconsideration and withdrawal of the rejection. 

V. The Rejection of Cairn* 1-4, 13, 15, 19-21, 29-30 and 39 under 35 U.S.C. 103(a) 

Claims 1-4. 13, 15, 19-21, 29-30 and 39 are rejected under 35 U.S.C. 103(a) as obvious 
- ^obs eta., or m^u+^u*.^^^^ 

a,,e9es that one sw,,ed in the art — be * - ^sposo L ; e 
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or McCarthy et al. do not disclose a method for identifying and isolating a gene of interest from a 
gene library by inserting into the library a DNA fragment comprising a transposon and a 
promoterless and secretion signal-less polynucleotide encoding a secretion reporter. 
Furthermore, Zhang et al. or Jacobs et al. or McCarthy et al. also do not disclose insertion of 
DNA fragment into the library bv in vitro transposition 

Zhang et al. or Jacobs et al. or McCarthy et al. in combination with Haas et al. also do not 
collectively suggest a method for identifying and isolating a gene of interest from a gene library by 
inserting into the library a DNA fragment comprising a transposon and a promoterless and 
secretion signal-less polynucleotide encoding a secretion reporter and wherein the insertion is 
by in vitro transposition . In particular. Haas et al. clearly does not motivate an artisan to modify 
the methods of Zhang et al. or Jacobs et al. or McCarthy et al. to use in vitro transposition as 
Hass et al. discloses the use of very different in vivo transit™ (recombination) techniques. 
Thus, based on Haas et al., one skilled in the art would not be motivated to employ in vitro 
transposition techniques in Zhang et al. or Jacobs et al. or McCarthy et al. as there Is no 
suggestion in any of the cited references to use in vitro transposition techniques in a method for 
tdentifying and isolating a gene of interest from a gene library, wherein the gene encodes a 
polypeptide carrying a signal sequence for secretion, and the method includes the step of 
inserting into a library a DNA fragment comprising a transposon and a promoterless and 
secretion signal-less polynucleotide encoding a secretion reporter. 

For the foregoing reasons, Applicants submit that the claims overcome this rejection under 
35 U.S.C. 103. Applicants respectfully request reconsideration and withdrawal of the rejection. 
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VI. Conclusion 

In view of the above, it is respectfully submitted that all claims are in condition for 
allowance. Early action to that end is respectfully requested. The Examiner is hereby invited to 
contact the undersigned by telephone If there are any questions concerning this amendment or 



application 

Respectfyilv submitted, 



Date: March 8, 2004 



Jasprfl. Garbell, Reg. No. 44/j*i6~ 
xl ^vozymes North America, Inc, 

) Fifth Avenue* Suite 1600 
New York, NY 10110 
(212)840-0097 
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